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Cart Franz Aporr Orro INGENOHL v. Water E. Otson & Com- 
PANY, INc. 


Supreme Court of the United States 
March 14, 1927 


Trape-Marxks—Auien Prorerty Act—Jvurispicrion or EnousH Court or 

Hone Kono—Rient or Cusropian to Convey Trape-Marx Ricuts 

iv Enousn Terrirorny—ApreaL rrom Supreme Court oF THE 

Purirrine Istanps—ReveERsAL. 

The decision of the Supreme Court of Hongkong, granting plain- 
tiff-petitioner injunction restraining defendants from using certain 
trade-mark in that territory held valid, and the decision of the Su- 
preme Court of the Philippine Islands, reversing the decision, on the 
ground that it was in error in holding that the sale of the trade- 
marks to defendant by the Alien Property Custodian was valid as to 
exclusive right to use the trade-marks in Hongkong, was reversed, 
on the ground that the Custodian could convey no rights to said marks 
in English territory valid as against those whom the English law pro- 
tects. 


On writ of certiorari to the Supreme Court of the Philippine 
Islands. 


James M. Beck and O. R. McGuire, both of Washington, D. C., 
for petitioner. 

Frederic R. Coudert, Jr., F. R. Coudert and A. D. Gibbs, all 
of New York City, for respondent. 


Homes, J.: This is a suit to recover the costs adjudged to 
the plaintiff, the petitioner here, in a former suit that was brought 
by him against the defendant in the British Colony of Hongkong 
and was determined in his favor by the Supreme Court there. The 
judgment declared the plaintiff to be the owner of certain trade- 
marks and trade-names and entitled to the exclusive use of them in 
connection with his business as a cigar manufacturer. It restrained 
the defendants from selling under these trade-marks and awarded 
the costs now sued for. The Court of First Instance of Manila 
gave judgment for the plaintiff. On appeal the Supreme Court of 
the Philippine Islands reversed this decision on the ground that by 
section 811 (2) of the Code of Civil Procedure a judgment against 
a person “may be repelled by evidence of a want of jurisdiction, 
want of notice to the party, collusion, fraud or clear mistake of 
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law or fact,” and that the judgment of the Supreme Court of 
Hongkong showed such a clear mistake. 

The supposed mistake consisted in denying effect in Hongkong 
to a sale of business and trade-marks by the Alien Property Custo- 
dian to the defendant, the circumstances and nature of which may 
be stated in a few words so far as they concern the present case. 
The plaintiff Ingenohl had built up a great business as a cigar 
manufacturer and exporter, having his factory at Manila. In 1908 
he established a factory at Hongkong and thereafter goods from 
both factories were sold under the same trade-marks, the outside 
box or package of the Hongkong goods having a label indicating 
that they came from there. The trade-marks were registered in 
Hongkong and the cigars covered by them had acquired a reputa- 
tion. In 1918 the Alien Property Custodian seized and sold all the 
property ““wheresoever situate in the Philippine Islands... .includ- 
ing the business as going concern, and the good will, trade-names 
and trade-marks thereof, of Syndicate Oriente,” being the above 
mentioned business of the plaintiff in the Philippines. The Su- 
preme Court of the Philippines held that it was plain error in the 
Supreme Court of the British Colony to hold that this sale did not 
carry the exclusive right to use the trade-marks in the latter place. 

A trade-mark started elsewhere would depend for its protection 
in Hongkong upon the law prevailing in Hongkong and would con- 
fer no rights except by the consent of that law. Hanover Star 
Milling Co. v. Metcalf, 210 U.S. 408 [6 T. M. Rep. 149]; United 
Drug Co. v. Theodore Rectanus Co., 248 U. S. 90 (9 T. M. Rep. 
1}. When then the judge who, in the absence of an appeal to the 
Privy Council, is the final exponent of that law, authoritatively 
declares that the assignment by the Custodian of the assets of 
the Manila firm cannot and will not be allowed to affect the rights 
of the party concerned in Hongkong, we do not see how it is pos- 
sible for a foreign court to pronounce his decision wrong. It will 
be acted on and settles the right of the parties in Hongkong and 
in view of that fact it seems somewhat paradoxical to say that it is 
not the law. If the Alien Property Custodian purported to convey 
rights in English territory valid as against those whom the English 
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law protects, he exceeded the powers that were or could be given 
to him by the United States. 

It is not necessary to consider whether the section of the Code 
of Civil Procedure relied upon was within the power of the Philip- 
pine Commission to pass. In any event, as interpreted it involved 
delicate considerations of international relations and therefore we 
should not hold ourselves bound to that deference that we show to 
the judgment of the local court upon matters of only local concern. 
We are of opinion that whatever scope may be given to the section 
it is far from warranting the refusal to enforce this English judg- 
ment for costs, obtained after a fair trial before a court having 
jurisdiction of the parties, when the judgment is unquestionably 
valid and in other respects will be enforced. Of course a foreign 
state might accept the Custodian’s transfer as good within its juris- 
diction, if there were no opposing local interest or right, and that 
may be the fact for China outside of Hongkong as seems to have 
been held in another case not yet finally disposed of, but no prin- 
ciple requires the transfer to be given effect outside of the United 
States and when as here it has been decided to have been ineffectual 
it is unnecessary to inquire whether in the other event the Alien 
Property Custodian was authorized by the statute to use or did use 
in fact words purporting to have that effect, or what the effect, if 
any, would be. 

Some question was made of the jurisdiction of this court. The 
jurisdiction was asserted, at least provisionally, when the writ of 
certiorari was granted. There are few cases in which it is more im- 
portant to maintain it, and we confirm it now. The validity of the 
section of the Code of Civil Procedure is drawn in question, and 
also the construction of the Trading with the Enemy Act which is 
treated as purporting to authorize what in our opinion it could not 
authorize if it tried. 
Judgment reversed. 
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Moster Sare Co. v. Ery-Norris Sarre Co. 
(47 S. C. R. 314) 


Supreme Court of the United States 
January 17, 1927 


Trave-Marks—Unrairk CompetitTioN—Fautse Representations Heitp Nor 

To SHow Insury To PLAINTIFF. 

Bill complaining that defendant falsely represented that safes 
sold by it had explosion chambers, whereby public was led to pur- 
chase such safes as safes containing an explosion chamber, such as 
manufactured and sold by plaintiff, held insufficient to state cause of 
action for unfair competition; there being no showing that customers, 
if they had known representations were false, would have purchased 
from plaintiff, rather than from other competitors. 

On writ of certiorari to the United States Circuit Court of 
Appeals for the Second Circuit. 

Suit by the Ely-Norris Safe Company against the Mosler 
Safe Company. Decree of dismissal was reversed by the Circuit 
Court of Appeals [15 T. M. Rep. 515] and defendant brings 


certiorari. Reversed. 


Samuel Owen Edmonds, of New York City, for petitioner. 
Lawrence Bristol, Julius M. Mayer, and F. P. Warfield, all of 
New York City, for respondent. 


Mr. Justice Hoimes delivered the opinion of the Court. 

This is a bill in equity brought by a corporation of New Jersey 
against a corporation of New York alleging unfair competition. It 
was treated below as a suit by the only manufacturer of safes con- 
taining an explosion chamber for protection against burglars. It 
seeks an injunction against selling safes with a metal band around 
the door in the place where the plaintiff put the chamber, or falsely 
representing that the defendant’s safes contain an explosion cham- 
ber. The plaintiff admitted that the defendant’s safes bore the 
defendant’s name and address and that the defendant never gave 
any customer reason to believe that its safes were of the plaintiff's 
make. The District Court, following American Washboard Co. v. 
Saginaw Manufacturing Co. (C. C. A.) 108 F. 281, 50 L. R. A. 
609, held that representations such as were sought to be enjoined 
did not give a private cause of action. The Circuit Court of Appeals 
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held that if, as it took it to be alleged, the plaintiff had the monop- 
oly of explosion chambers and the defendant falsely represented 
that its safes had such chambers, the plaintiff had a good case, and 
that since the decision above cited the law had grown more liberal 
in granting relief. It therefore reversed the decree below. 7 F. 
(2d) 608. In view of the conflict between the Circuit Courts of 
Appeals a writ of certiorari was granted by this Court. 268 U. S. 
684, 45 S. Ct. 515, 69 L. Ed. 1156. 

At the hearing below all attention seems to have been con- 
centrated on the question passed upon and the forcibly stated rea- 
sons that induced this Court of Appeals to differ from that for the 
Sixth Circuit. But, upon a closer scrutiny of the bill than seems 
to have been invited before, it does not present that broad and 
interesting issue. The bill alleges that the plaintiff has a patent 
for an explosion chamber “as described and claimed in said letters 
patent”; that it has the exclusive right to make and sell “safes 
containing such an explosion chamber’; that no other safes contain- 
ing “such an explosion chamber” could be got in the United States 
before the defendant, as it is alleged, infringed the plaintiff’s pat- 
ent, for which alleged infringement a suit is pending. It then is 
alleged that the defendant is making and selling safes with a metal 
band around the door at substantially the same location as the 
explosion chamber of plaintiff's safes, and has represented to the 
public “that the said metal band was employed to cover or close an 
explosion chamber” by reason of which “the public has been led to 
purchase defendant’s said safes as and for safes containing an ex- 
plosion chamber, such as is manufactured and sold by the plaintiff 
herein.” It is alleged further that sometimes the defendant’s 
safes have no explosion chamber under the band but are bought by 
those who want safes with a chamber and so the defendant has de- 
prived the plaintiff of sales, competed unfairly and damaged the 
plaintiff's reputation. The plaintiff relies upon its patent suit for 
relief in respect of the sales of safes alleged to infringe its rights. 
It complains here only of false representations as to safes that do 
not infringe but that are sold as having explosion chambers al- 
though in fact they do not. 





116 SEVENTEEN TRADE-MARK REPORTER 


It is consistent with every allegation in the bill and the defend- 
ant in argument asserted it to be a fact, that there are other safes 
with explosion chambers beside that for which the plaintiff has a 
patent. The defendant is charged only with representing that its 
safes had “an” explosion chamber, which, so far as appears, it had 
a perfect right to do if the representation was true. If on the 
other hand the representation was false as it is alleged sometimes 
to have been, there is nothing to show that customers had they 
known the facts would have gone to the plaintiff rather than to 
other competitors in the market, or to lay a foundation for the claim 
for a loss of sales. The bill is so framed as to seem to invite the 
decision that was obtained from the Circuit Court of Appeals, but 
when scrutinized is seen to have so limited its statements as to ex- 
clude the right to complain. 

Decree reversed. 


WixiiiaM H. Lutron Co. v. Lorp & BurNHam Co. 
(16 F. [2d] 490) 


District Court, Southern District of New York 


July 9, 1926 


Trapve-Marxs and Trapve-Names—Unramr Competition—Term “V-Bar” 

Appiiep To GREENHOUSE ConstTrucTION, Hetp Generic or Descrip- 

TIVE. 

Term “V-Bar,” applied to greenhouses manufactured by plaintiff, 
because of type of construction, held generic or descriptive, and not 
subject to exclusive appropriation as registered trade-mark, under 
Act of February 20, 1905. 


In equity. Suit for patent and trade-mark infringement. 
Decree for plaintiff in part, and in part for defendant. 


Harry B. Rook, of New York City, and Russell M. Everett, of 
Newark, N. J., for plaintiff. 

John K. Macdonald, of New York City (John K. Macdonald 
and Grant C. Fox, both of New York City, of counsel), 
for defendant. 


Gopparp, D. J.: This suit is brought upon patent 1,210,502 of 
January 2, 1917, for improvements in greenhouses. It is limited 
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to the seventh claim. The relief asked for and the defense set up 
are the usual ones in patent cases. Plaintiff also alleges its owner- 
ship of the trade-mark ‘““V-Bar,” as applied to greenhouses, and its 
infringement by defendant, both of which allegations are denied in 
defendant’s answer. 

Plaintiff claims that in 1912 William H. Lutton adopted “V- 
Bar” as his trade-mark to identify and indicate greenhouses built 
by him, and that this use of “V-Bar’ has been continued by his 
successor, the plaintiff, and advertised as its product; that the 
public has come to understand that by “V-Bar’” greenhouses were 
meant greenhouses which were built by the William H. Lutton 
Company, and that it has acquired a secondary meaning. It has 
been registered by plaintiff in United States Patent Office under 
the Act of 1905 (838 Stat. 724), as No. 195,300, dated February 
24, 1925. 

Defendant admits that it has advertised and held out to the 
trade “that it builds greenhouses with V-bar and U-bar types of 
construction,” but that since the expiration of the Pierson patent, 
No. 697,746, of April 15, 1902, reissued patent 12,129, which ex- 
pired on April 15, 1919, it insists that it had a right to do so. 

After hearing the witnesses and examining the other older 
glazing frames and the trade journals, my conclusion is that the 
term “V-Bar’ is generic or descriptive, and that the plaintiff has 
not acquired the exclusive right to describe its products as “V- 
Bars.” 

A decree may be entered in accordance with the above, and 
providing for the usual accounting. 


Nore. The portion of the decision relating to the patent infringement 
is here omitted.—Eb. 
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Caron CorpPoraTION v. Macnum Import Co. anp ARTHUR 
ScHOENBRON 


District Court, Southern District of New York 


December 7, 1926 


TrapE-Marxks anp Unrairn CoMPETITION—SaALeE or ADULTERATED PerFuMES 

As GENUINE—INJUNCTION. 

Where it was shown by scientific experiment that samples of de- 
fendant’s perfumes, sold as plaintiffs’, were not the genuine “Nar- 
cisse Noir” perfumes, decree was rendered in plaintiff’s favor. 

Samr—Same—SamMe—RiGutTs oF Partres—Wuat Srate or Facts 1s Derer- 

MINING. 

In the case at issue, the facts existing when the decree is entered, 
not when the bill is filed, determines the rights of the parties. 


Evarts, Choate, Sherman and Leon, all of New York City, for 
plaintiff (Maurice Leon, of counsel). 

Isaac Reiss, and C. H. Tuttle, of counsel, both of New York 
City, for defendant. 


Tuacuer, D. C.: The plaintiff has sought to sustain its bill 
soley upon the ground that the products sold by the defendant as 
Caron’s “Narcisse Noir’ is not the genuine Caron extract. The 
facts existing when decree is entered, not when bill is filed, deter- 
mine the rights of the parties. McCabe v. Guaranty Trust Co., 
C. C. A. 2nd Cire., 248 Fed. 854, 859; Randall v. Brown, 2 How. 
405, 422; Bloomquist v. Faroon, 222 N. Y. 375, 380. 

A traveling salesman employed by the plaintiff testified that 
he had often found defendant’s product on sale in his territory, had 
tested numerous samples of it by smelling the contents of the bot- 
tles, and that in no instance was the perfume Caron’s “Narcisse 
Noir,” although it was so labeled. He preserved no samples and his 
testimony standing alone would be entitled to little weight. 

It was also shown that samples of the defendant’s product 
purchased in New York City not long before the trial were quite 
different in content from the genuine extract produced by the 
plaintiff. 

I am satisfied from the expert testimony that those differences 
were sufficiently important, if unexplained, to show substitution or 
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adulteration. The testimony was not disputed, although the 
samples were in evidence and there was ample opportunity for com- 
parison by experts. 

Opposed to the case thus made by the plaintiff there, is a 
denial by an officer of the defendant that the plaintiff's genuine 
product was ever sold as such. This denial was not supported by 
any satisfactory proof that the defendant had on hand sufficient 
quantities of the plaintiff’s product to fulfill the orders upon which 
deliveries were made. 

In attempted explanation of the difference upon which plaintiff 
relies the defendant called experts from whose testimony it is fairly 
to be inferred that many of those differences occur in different 
samples of the genuine product owing to variable causes inherent 
in its preparation. But the experts appear to agree that the ele- 
ment of most importance as a basis of comparison is what they 
call the “Ester” number. Dr. Stanislaus said: 

“Now, if the Ester number is .5107, .5860, .5820, .5830 and 
.580, I cannot find any difference. I am willing to stand on my 
testimony.” 

And when asked if the Ester number would be significant as 
« test of genuineness, he said: “Of the greatest potency. If we 
shall inquire into the domain of purchase of volatile oils; volatile 
oils are purchased on the Ester number value—that is the market 
test—there is no doubt about that.” 

The other expert called by the defendant was asked if he heard 
this testimony: “Q. And you heard his testimony in regard to the 
importance of the similitude or nonsimilitude of the Ester con- 
tent, did you not? A. Yes, it is a very important factor.” 

Adopting this test, the proof of substitution or adulteration 
seems convincing, because in Caron’s product the Ester number was 
shown to be .547, while in the defendant’s perfume sold as Caron’s 
it was only .419. 

I attach no significance to the comparison made by the defend- 
ant’s experts between the genuine Caron’s “Narcisse Noir’ and 
perfume sold by the defendant under this name during August of 
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this year. At most this evidence would show that some of the de- 
fendant’s sales were of the genuine Caron’s “Narcisse Noir.” 
There was no proof to show when the defendant’s perfumes 
were delivered to the stores from which they were repurchased for 
analysis. It is hardly to be expected that such samples would have 
been procured from stores to which the defendant had delivered 
perfumes which were not genuine Caron “Narcisse Noir.” 


A decree to be settled on notice may be entered in favor of the 
plaintiff. 


Sarety SroraGe Co. v. LuPENSKI, ET AL 


(186 A. R. 203) 
Court of Chancery of New Jersey 


February 14, 1927 


Trape-Marxks anp Trape-Names—Unrair Competition—‘Sarety Srorace” 

—Descraietive Untess Seconpary MEANING 18 Proven. 

Where defendant, sought to be restrained from using name 
“Safety Storage,” did not submit sufficient proof to establish meaning 
of word as contended for by him, word must be taken in its usual 
and ordinary meaning. 

Same—Same—Descriptive Term Prorecrep rrom Deceptive Use sy Com- 

PETITOR. 

In name “Safety Storage Company,” word “safety” means no 
more than words “reliable,” “dependable,” “security,” or the like, and 
when used in community so as to become generally known by public, 
any interference or appropriation of dominant part of such name by 
competitor in manner deceiving public into believing that competitor 
is original user, to detriment of original user, is unfair business 
competition and should be restrained. 


Action for injunction to restrain alleged unfair competition. 
On bills, pleadings and proofs, decree for plaintiff advised. 


Louis V. Hinchliffe, of Paterson, N. J., for complainant. 
Frank Smith, of Paterson, N. J., for defendants. 


Lewis, V. C.: The complaintant conducted a storage business 
in Paterson under the name of Safety Storage Company and built 
up a business there under that name. Subsequently, the defendants 
became competitors of the complainant in a like business in Pater- 
son under the name of Passaic County Safety Storage Company. 
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Complainant seeks to restrain the defendants from carrying on 
their business under the name adopted by them, asserting that the 
use of that name by defendants is unfair competition with the 
complainant in the conduct of its business under the name Safety 
Storage Company. Defendants argue that “safety” storage is 
merely descriptive of a generic type of storage, and that complain- 
ant cannot acquire an exclusive right to adopt the word “safety” 
in conjunction with the rest of its business name, and thus prevent 
others who engage in a like “safety” storage business from using 
that word as a part of their business name; and that, in effect, 
“safety” storage is just as much a particular kind of storage as, for 
instance, “cold” storage, or “general” storage. 

In the absence of proof sufficient to establish the meaning of 
the word “safety” contended for by the defendants, I think that 
ihe well-settled rule that words must be taken in their usual and 
ordinary meaning, unless there is something to indicate to the con- 
trary, should be followed. It seems to me that the word “safety” 
as used in the name of the complainant means no more than if the 
word “reliable” or “dependable” or “security,” or like word, invit- 
ing the confidence of the community, had been used. This being 
so, it follows that after the complainant has used its present name 
in its business in the community, where it has become known gen- 
erally, and where the public has come to know it by the name 
adopted and used, any unfair interference with, or appropriation 
of, a dominant part of that name by a competitor, who uses it in a 
way which would ordinarily deceive the public into believing that 
such competitor is the original user, to the detriment and loss of 
the originator of the name, is unfair business competition and should 
be restrained. 

The proofs satisfy me that all those elements are present in the 
use of the name “Passaic County Safety Storage Company,’ and 
that such name is in direct competition with the complainant in its 
use of the name “Safety Storage Company” in the locality in which 
both are conducting the same business. 

I will therefore advise a decree restraining the defendants ac- 
cordingly. 
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RapHaeEt N, Paris (Bensamin Paris, AssigNEE) v. W. W. 
Stewart & Sons 


Court of Appeals of the District of Columbia 
February 7, 1927 


Trape-Marks—CanceLLaTion—‘JoHN Hay Capets” ann “Havana Caper’ 

ConFUSINGLY SIMILAR. 

The words “Havana Cadet,” used on cigars, held to be confusingly 
similar to the mark “John Hay Cadets,” used on the same goods. 
Same—Same—Derense or “Uncrean Hanps”—Use or “Havana” on 

Cigars Not Wuotty or Havana Tosacco. 

Allegation of bad faith on part of appellee in labeling its cigars 
as Havana, when they did not contain more than two-thirds of 
Havana tobacco, held rightly overruled. 

Same—Same—“Capets” Boto a Trape-Mark anp Grape Name. 

The word “Cadets,” used on cigars, held to perform the function 
both of a trade-mark and a grade mark, indicating origin as well as 
size or quality. 

On appeal from the Commissioner of Patents sustaining peti- 
tion for cancellation. Affirmed. For Commissioner’s decision, see 


15 T. M. Rep. 424. 


John E. Cross of Baltimore, Md., for appellants. 
Joshua R. H. Potts, of Philadelphia, Penna., and George B. 
Parkinson, for appellees. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Martin, C. J.: This is an appeal from concurrent decisions of 
the Patent Office, sustaining a petition filed by appellee, and can- 
celling the registration dated September 12, 1922, of appellant’s 
trade-mark “Cadets,’ accompanied by the representation of a 
cadet, for use upon cigars. The cancellation proceeding was filed 
under the provisions of section 18 of the Trade-Mark Act of Feb- 
ruary 20, 1905, by the appellee, claiming prior ownership and use 
of the mark in issue. Testimony was introduced in behalf of both 
parties. 

It was claimed by appellant that appellee should not be heard 
to contest the registration, because of appellee’s alleged bad faith 
in labeling its cigars as Havana cigars, whereas they contained by 
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weight no more than two-thirds of Havana tobacco. This conten- 
tion, however, was rightly overruled upon the facts and circum- 
stances of the case. 

It appears, according to the findings of the Examiner and the 
Commissioner, that since the year 1905 the appellee has used the 
notation “John Hay Cadets” on cigars, whereas the appellant did 
not use its notation, to wit, “Havana Cadet,” prior to the year 
1909. In addition to the word “Cadets,” appellee had also used 
the notations “Club House,” “Invincibles,’ and others associated 
with the notation “John Hay,” and it appears from the testimony 
that the word “Cadets” has always been associated with the nota- 
tion “John Hay.” It also appears that the word “Cadets” as used 
by appellee has been confined to a cigar of a particular size; and 
it is claimed by appellant that the name is a grade name indicating 
size or quality only, and not a trade-mark indicating the origin of 
the cigars. This contention was overruled below, and it was held 
that the name performed both functions, and would likely be relied 
upon by the purchasing public as indicating origin as well as size 
or quality. Williams Evangeline Confection Co. v. U. R. 8. Candy 
Stores, 54 App. D. C. 68 [14 T. H. Rep. 12]. It was also held 
below that the resemblance between the notations in question, to wit, 
“John Hay Cadets” and the word “Cadets” is sufficient to cause 
confusion in trade, and that injury to the appellee would neces- 
sarily follow. The appellant’s registration was accordingly can- 
celled. 

We have examined the testimony in the case and are of the 
opinion that it sustains the decisions entered below. The decision 
of the Commissioner is therefore affirmed. 
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Rice-St1x Dry Goops Company v. JosepH Horowitz & Sons, Inc. 


Court of Appeals of the District of Columbia 
February 7, 1927 


Same—Same—“Bic Curer” ann “Cuter” on Worx Suirts Hextp Con- 

FUSINGLY SIMILAR. 

Appellee’s introduction of evidence to prove priority of the use 
of the word “Chief,” associated with the full-face picture of an Indian 
chief, on work shirts, held to preclude the registration by appellant 
of the words, “Big Chief,” accompanied by the representation of an 
Indian head, side-view, on similar goods. 

Appeal from a decision of the Commissioner of Patents refus- 
ing to register. Affirmed. For Commissioner’s decision, see 15 


T. M. Rep. 545. 


J.J. Gravely, of St. Louis, Mo., and E. §. Clarkson, of Wash- 
ington, D. C., for appellant. 

P. H. Turpin, of Washington, D. C., and J. K. Bachvogel, and 
S. W. Foster of New York City, for appellee. 


Before Martin, Chief Justice, Ross and Van Orspet, Asso- 
ciate Justices. 


Martin, C. J.: This is an appeal from concurring decision of 
the Patent Office denying appellant’s application for the registra- 
tion of a trade-mark, because of the prior use of a similar mark by 
appellee upon goods of the same descriptive properties. Appellant’s 
application was filed on October 15, 1923; the mark consists of the 
words “Big Chief” associated with the side-view figure of an 
Indian head dressed after the fashion of an Indian chief. The 
mark was claimed for men’s and boys’ outer shirts, and use was 
asserted by appellant since January 11, 1915. 

It appears that the appellee, on June 28, 1919, had obtained 
registration of a mark also consisting of the words “Big Chief” 
accompanied by the representation of an Indian head, side view, 
with the head-dress of an Indian chief, for use upon work shirts. 
The record of this registration disclosed no earlier use of the mark 
by the registrant, now the appellee, than the year 1919. In the 
present case, however, the appellee has introduced evidence tend- 
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ing to prove that as early as the year 1906 it adopted a mark con- 
sisting of the name “Chief” associated with a full face view of an 
Indian chief, for use upon similar goods, and had used the same 
continuously from that date until the time of its registration. Ap- 
pellee claimed that this fact served to preclude the registration now 
applied for by appellant. 


Passing upon the testimony relating to this issue, the Exam- 
iner of Interferences and the Commissioner alike sustained appel- 
lee’s claim to the use of such a mark prior to the adoption of the 
present mark by appellant, and held that this use was a bar to the 
registration applied for by appellant. 

We have examined the testimony, and find it sufficient to sus- 
tain the conclusion reached by the Examiner and Commissioner. 
The decision is therefore affirmed. 


JosePpH D1 Santo v. Dominico GUARNERI 
Court of Appeals of the District of Columbia 
February 7, 1927 


Trape-Marxs—Opposition—O.ive Or anp Tomato Paste—Goons or Same 

DescripTIvE Properties. 

Olive oil and tomato paste held to be goods of same descriptive 
properties, as they have related uses and are sold in the same stores 
to the same class of purchasers. 

Appeal from the Commissioner of Patents in an opposition 
proceeding. Reversed. For Commissioner’s decision, see 15 T. M. 


Rep. 427. 


A. E. Dowell, of Washington, D. C., for appellant. 
Hubert Howson and H. A. Howson, of New York City for 
appellee. 


Before Martin, Chief Justice, Ross, Justice, and GraHam 
Presiding Judge of the United States Court of Customs Appeals. 


GranaM, J.: On June 19, 1924, the appellee, Dominico Guarn- 
eri, filed in the Patent Office an application for registration of a 
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trade-mark to be used in connection with the sale of olive oil, 
under the act of February 20, 1905, as amended. (83 Stat. 724). 
The mark described consisted of a bust size likeness of the Italian 
patriot, Giuseppo Mazzini, surrounded by a border consisting of 
two concentric circles, with the word “Mazzini” in heavy black 
faced type at the bottom of the likeness. On September 18, 1924, 
the appellant, Joseph Di Santo, filed notice of opposition to such 
registration. Testimony having been taken and submitted by both 
parties, on June 19, 1924, the examiner of interferences sustained 
the notice of opposition. On appeal from that action, the Assistant 
Commissioner of Patents, on August 27, 1925, reversed the deci- 
sion of the said examiner and granted registration to Guarneri. 
From that decision, Di Santo has appealed to this court. 

The testimony shows that Di Santo, the opposer, resides at 
Duluth, Minnesota, and, for several years, has been there conduct- 
ing the business of an importer, jobber, distributor and dealer in 
olive oil, tomato paste, malt syrup, cheese, raisins, garlic, macaroni, 
and other food products, all of which have been sold under the 
trade-name of “Mazzini.”” On May 18, 1919, Di Santo caused to 
be registered in the Patent Office a trade-mark for effervescent 
granular salts, a magnesia preparation, which mark consisted of a 
bust size likeness of Giuseppi Mazzini, with the word, in large 
black faced type, “Mazzini.” On October 21, 1924, he also caused 
the registration of a trade-mark to be made, for tomato paste, which 
mark consisted of the word “Mazzini,” in outlined letters. Appli- 
cation has also been made by him for registration of the same mark 
on malt syrup or malt extract, the date of filing of which application 
does not appear from the record. 

It also appears from the record that the word ‘“Mazzini,’ 
sometimes associated with a likeness and sometimes without, has 


been used continuously by Di Santo, as a trade-name, upon effer- 
vescent salts, since 1916, upon tomato paste since February, 1923, 
and upon malt syrup or malt extract since 1920, in inter-state 
commerce. The sales of tomato paste in particular, bearing this 
label, are shown to have been very large, and a considerable trade 
seems to have been conducted in effervescent salts and malt syrup 
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of the same brand. In 1916, Di Santo determined to use the ‘‘Maz- 
zini’ brand on olive oil and at that time, and soon thereafter, ad- 
vertised olive oil under that brand. Because of war conditions, 
however, no oil could be imported and none was sold in interstate 
commerce, under that brand, until July 1, 1924, since which time 
the trade-name of ‘““Mazzini’” has been used extensively by him in 
connection with sales of such oil. 

Guarneri, the appellee, resides at Brooklyn, where he conducts 
the business of a wholesale and retail grocer. Since August 6, 
1928, he has been selling olive oil bearing the trade-name “Mazzini” 
as described in his application for registration, in considerable 
quantities, sometimes aggregating 3,600 gallons in a year. There is 
some question about whether this has been sold in interstate com- 
merce, but we think the record fairly shows that since September, 
1928, these goods have been so sold. 

The testimony further shows that the Di Santo tomato paste 
is sold in cans, the exact size of which is not stated. The Guarneri 
olive oil is sold in one quart, two quart, one gallon and six gallon 
cans. The testimony also shows that tomato paste and olive oil are 
ordinarily offered for sale together in grocery stores and other like 
retail establishments. 

There is but one issue presented here. Di Santo, the opposer, 
claims that confusion is likely to arise in the trade which he claims 
to have established in goods of the same descriptive properties as 
those in which Guarneri desires to register his proposed trade-mark. 

On the other hand, Guarneri contends that, even conceding the 
prior use and registration of the trade-mark ‘“Mazzini” upon effer- 
vescent salts, malt syrup and tomato paste, those are not goods of 
the same descriptive properties as olive oil, and hence there can 
be no successful opposition here. As to the use of this trade-name 
by Di Santo on olive oil, it does not appear that he in fact so used 
it until after Guarneri had put his product upon the market. What 
opposer may have intended to do cannot control. As was said in 
George v. Smith, 52 Fed. 880: “The law deals with acts and not 
intentions.” See also Borden Ice Cream Company v. Borden’s 
Condensed Milk Company, 201 Fed. 510 [8 T. M. Rep. 80]. 
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It is manifest that the opposer had, long prior to the time 
when Guarneri first used the trade-name, ‘““Mazzini,” built up a very 
considerable trade in food products, which we may safely assume 
was the result in part, at least, of the use of his trade-name and 
trade-mark. It must also be conceded that if any of the food prod- 
ucts which he thus sold are of the same descriptive qualities as 
olive oil, that not only Di Santo, but the public as well, should be 
protected in the use of the trade-name ““Mazzini.”’ Without attempt- 
ing to express any opinion as to whether effervescent salts and malt 
syrup or malt extract are goods of the same descriptive properties 
as olive oil, we are clearly of the opinion that tomato paste, sold as 
shown by the record here, is of the same descriptive properties. 

In William v. Kern & Sons, 47 App. D. C. 441, this court held 
that self-raising pancake flour and corn meal were of the same 
descriptive properties and remarked: “The test here is not the like- 
lihood of confusing the products, but the source from which they 
come.” In Re Inderrieden Canning Co., 277 Fed. 618, 51 App. 
D. C. 214 [12 T. M. Rep. 71] involved the registration of the name 
“Peter Pan” as a trade-mark for canned peas and canned corn. It 
was rejected because of the prior registration of the same name as 
a trade-mark for canned pineapple. There Smirn, C. J., called 
attention to the fact that the prospective purchaser of canned peas 
would not likely be led by the confusion of marks to purchase pine- 
apple when he desired peas, but might be led to purchase the peas 
on the strength of the standing and reputation of the pineapple 
bearing the same brand. In Imperial Cotto Sales Co. v. Fairbanks 
Co., 50 App. D. C. 250, 270 Fed. 686 [11 T. M. Rep. 107], the 
Fairbanks Company, the opposer, had used and registered the 
trade-mark “‘Cottolene” to designate a cooking fat made from 
cotton seed oil and oleostearine. The applicant desired subsequently 
to register the same name as a trade-mark for an animal feed com- 
posed principally of cotton seed. The opposition was sustained. 

In California Packing Corporation v. Price Booker Mfg. Com- 
pany, 52 App. D. C. 259, 285 Fed. 993 [13 T. M. Rep. 62], the 
applicant sought to register the word “Mission” as a trade-mark 
for flavoring extracts for foods, mustard, tomato catsup, relishes, 
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made of chopped and ground pickles packed in spices and vinegar, 
chow chow, salad dressing, and vinegar. Opposer used the same 
mark, substantially, on canned fruits, canned vegetables, foods and 
ingredients of food. The opposition was sustained. The words 
“Aunt Jemima’s,” accompanied by the picture of a negress, laugh- 
ing, as applied to pancake syrup, have been held an infringement 
upon the same trade-mark as applied to self-rising flour. Aunt 
Jemima Mills Co. v. Rigney & Co., 247 Fed. 407 [8 T. M. Rep. 
163]. This court, in California Packing Co. v. Halferty, 54 App. 
D. C. 88, 295 Fed. 229 [14 T. M. Rep. 281], held that canned 
fruit and canned salmon were of the same descriptive properties. 
In Heller & Co. v. Southern Cotton Oil Co., 55 App. D. C. 288, 
t Fed. (2nd) 955, the word “Snowdrift” had been registered as a 
trade-mark for a lard compound and for certain other shortening 
compounds. When it was sought to register the same mark for 
use in a preparation described as “a substitute for the white of 
eggs in the making of meringue,” etc., registration was refused. 
Attention is also called to Wolf & Sons v. Lord & Taylor, 41 App. 
D. C. 514 [4 T. M. Rep. 219], where men’s, women’s and chil- 
dren’s stockings were held to be of the same descriptive properties 
as knitted and textile undershirts, drawers and union suits, and to 
E-Z Waist Co. v. Reliance Mfg. Co., 52 App. D. C. 291, 286 Fed. 
161 [18 T. M. Rep. 96], where work shirts were held to be of the 
same descriptive properties as children’s knitted waists. 

It is a matter of common knowledge that the products tomato 
paste and olive oil, are both food products, one a condiment for 
the making of soups and relishes, the other principally used as an 
ingredient for sauces and salads. They are sold as canned goods, 
from the same establishments, and presumably to the same class of 
purchasers. The purchaser of olive oil would doubtless be led to 
purchase a brand with which he had become familiar as a purchaser 
of tomato paste. Thus confusion would result and not only the 
maker of the tomato paste, but the public as well, would be deprived 
ef the protection which it was, obviously, the purpose of the trade- 
mark statute to give. And if it be found that there is doubt as to 
whether such confusion will exist, it is the duty of the court to 
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resolve that doubt against the newcomer in the field. Waltke & Co. 
v. Schafer & Co. 49 App. D. C. 264, 263 Fed. 650 [10 T. M. Rep. 
246). 

For the reasons given, the decision of the Assistant Commis- 
sioner of Patents is reversed, and the opposition of Joseph Di 
Santo sustained. 


Separate opinion of Mr. Justice Robb: 

The question in this case is whether tomato paste and olive 
oil are goods of the same descriptive properties, within the mean- 
ing of the Trade-Mark Act, which prohibits the registration of de- 
ceptively similar marks when “appropriated to merchandise of the 
same descriptive properties.”” In other words, this is a statutory 
proceeding and not an unfair competition case. 

If we are to be governed by the terms of the statute, the 
decision below should be affirmed. See American Tobacco Co. v. 
Gordon, 10 F. (2nd) 646 [16 T. M. Rep. 38]. 


W. R. Roacu & Co. v. G. & J. LoBue Bros. 


Court of Appeals of the District of Columbia 
February 7, 1927 


Trapne-Marks—OprposiT1ioN—CAaNNED Fruits, CaNNED VEGETABLES— 

CaNNED SALMON—CANNED Evaporatep MILK AND THE Lixe HeEtp 

To BE OF DirrerENT Descriptive Properties rrom MAcarRont. 

The use by appellant of a trade-mark consisting of the repre- 
sentation of a heart, upon canned fruits, canned vegetables, canned 
salmon, canned pork and beans and other canned food products held 
not to bar the registration by appellee of a similar mark for use 
upon macaroni, as the goods are of different descriptive properties. 
Appeal from the Commissioner of Patents in an opposition 


proceeding. Affirmed. 


E. T. Fenwick and E. G. Fenwick, of Washington, D. C. for 
appellant. 
G. & J. LoBue Bros. pro se, for appellee. 


Before Martin, Chief Justice, Ross and Van OrspEt, Asso- 
ciate Justices. 
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Martin, C. J.: The appellee applied for the registration of its 
trade-mark consisting chiefly of the representation of a heart, for 
use upon macaroni. The appellant opposed the application, upon 
the ground that it was the prior registrant of a mark similarly 
embellished with a heart, used upon canned fruits, canned vege- 
tables, canned salmon, canned pork and beans, canned evaporated 
milk, fresh fruits, fresh vegetables, coffee, tea and similar prod- 
ucts. The appellant has also used its mark upon macaroni, but 
this use first began after the present application of appellee was 
filed. 

The Examiner of Interferences dismissed the opposition upon 
motion of the applicant, upon the ground that the goods upon which 
appellant had used the mark prior to this application, as above 
specified, were not of the same descriptive properties as macaroni. 

The opposer appealed from the dismissal to the Commissioner 
of Patents, claiming that the goods in question were of the same 
descriptive properties as macaroni, and insisting that the Examiner 
erred in denying opposer the right to introduce testimony in order 
to prove the likelihood of confusion in trade and injury to opposer. 

The Commissioner considered the appeal and observed that an 
order like this which denies opposer the opportunity to take testi- 
mony, should be granted only in a clear case; but held nevertheless 
that the Examiner was right in his ruling that the goods of the 
respective parties were not of the same descriptive properties. He 
therefore affirmed the decision of the Examiner. The Commissioner 
based his conclusion in part upon the opinions of this court in 
Johnson Educator Food Company v. Sylvanus Smith & Co., Inc., 
37 App. D. C. 107, and The Quaker Oats Co. v. Mother’s Maca- 
roni Company, 41 App. D. C. 254. The first of these cases held 
that salted, smoked and canned fish were not of the same descrip- 
tive properties as crackers, biscuits, bread and breakfast cereals. 
The second case held that the registration of the word “Mother’s,” 
as a trade-mark for macaroni, spaghetti, and vermicelli, will not be 
denied on the ground that it would be deceptive and confusing be- 
cause already used as a trade-mark for breakfast cereals. 
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We think that these authorities sustain the decision of the 
Commissioner of Patents. It is accordingly affirmed. 


Tue Hoxianp Rusk Company, Inc. v. Henry Diepericu 
Court of Appeals of the District of Columbia 
March 7, 1927 


TrapnE-Marxks—OpposiTioN—REPRESENTATION OF DutcH WinpmiLt ScENE, 
AND Picture or Boy anp Great 1n Dutcu Costume Sranpinc 
Bestpe Country Roap Hetp Nor to se Conrustncty Simiar. 
The use by appellee as a trade-mark on rusk of the representation 
of a picture of a Dutch windmill scene held not to be confusingly sim- 
ilar to appellees registration of a trade-mark displaying picture of 
a boy and girl in Dutch costume standing beside a country road, 
together with the words “Old Dutch,” for like goods, on the ground 
that the words “Old Dutch” are descriptive and that the other 
features of the respective labels are too unlike to cause confusion 
in the trade. 
Appeal from the Commissioner of Patents, dismissing an oppo- 
sition. Affirmed. For the Commissioner’s decision, see 15 T. M. 


Rep. 544. 


F. E. Liverance, Jr., of Grand Rapids, Mich., for appellant. 
A. F. Nathan, of New York City, for appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
GrauamM, Presiding Judge of the United States Court of Customs 
Appeals. 


Martin, C. J.: This is an appeal from concurring decisions 
of the Patent Office overruling appellant’s opposition to the regis- 
tration of a trade-mark applied for by appellee. It is conceded 
that the goods of the respective parties are identical in character, 
and the opposition is based upon the claim that appellee’s trade- 
mark is deceptively similar to certain registered trade-marks in 
prior use by appellant. 

Both of the respective parties bake and sell rusk which is a 
light, soft bread, often crisped in an oven, it is said that the article 
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first became popular in Holland, and that it finds a large sale in 
this country among people of Dutch descent; and that the appellant 
has been engaged in this business for about thirty years, and has 
established a valuable trade and good will for the commodity. The 
appellee has been engaged in the trade in this country since about 
1916 when he immigrated from Holland where he had carried on 
a similar trade for many years. 

In the year 1906 the appellant obtained trade-mark registra- 
tion of the word “Holland,” under the ten year clause of the Act 
of February 20, 1905, and subsequently in the same year obtained 
an additional registration of a picture portraying a wind mill 
scene, and made use of the marks generally in combination. Appel- 
lant also advertised its rusk under such names as “Famous Dutch 
Food” and “Dainty Dutch Toasted Biscuit,’ as well as other de- 
scriptions containing the name “Dutch.” Appellant, however, has 
not shown any exclusive right to these descriptions. 

Afterwards, to wit, in the year 1923, the appellee obtained a 
registration of its trade-mark for rusk displaying a picture of a 
boy and girl dressed in Dutch costume, standing beside a country 
road and eating rusk. The appellee also applied for a registration 
of substantially the same country scene in combination with the 
words “Old Dutch Rusk.” It is this latter application which was 
opposed by appellant as deceptively similar to its prior trade- 
marks aforesaid, and that is the issue involved in this appeal. 

The Commissioner of Patents, affirming the decision of the 
Examiner of Interferences, held against appellant’s opposition, 
saying in part: 

“So far as the words, ‘Old Dutch’ are concerned, they are descriptive 
and applicant has disclaimed them save in connection with the rural 
scene. Viewing applicant’s combined mark as a whole, it is not believed 
there would be confusion in trade if it appeared upon packages of rusk 
in the same market with the opposer’s mark “Holland,” or the mark con- 
sisting of the representation of the windmill.” 

We agree with this decision. The applicant is entitled under 
the first registration to use the picture of the Dutch boy and girl 
at the side of the road as his trade-mark, and that specific mark 


viewed alone is not involved in this opposition. The sole question 
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raised by the opposition is whether applicant may add the words 
“Old Dutch Rusk” to this picture. The applicant disclaims the 
use of these words except in connection with the picture, and we 
think there is such a dissimilarity in appearance between the pic- 
ture used by appellant in connection with the word “Holland,” and 
that used by appellee in connection with the words “Old Dutch 
Rusk,” as to make confusion in the trade unlikely. 

The decision of the Commissioner of Patents is accordingly 
affirmed. 


MontTeEvALLo Mininc Company v. Litrte Gem Coat Company 
AND Brake Coat Company. 


Court of Appeals of the District of Columbia 
February 7, 1927 


Same—CANCELLATION—“MonTevaLto” GeocraPpHicaL TERM. 

The name “Montevallo,” ued by appellant as a trade-mark for 
coal, held to be geographical, being the name of a town in Alabama, 
and the Commissioner’s decision sustaining cancellation of said mark 
by appellee was affirmed. 

Appeal from the Commissioner of Patents in a cancellation 
proceeding. Affirmed. For Commissioner’s decision, see 15 T. M. 
Rep. 151. 


H. S. Hill, of Cleveland, O., J. F. Robb and H. C. Robb, of 
Washington, D. C., for appellant. 

H. H. Semmes, of Washington, D. C., and W. D. Arnat, of 
Birmingham, Ala., for appellee. 


Before Martin, Chief Justice, Ropsp and Van Orspet, Asso- 
ciate Justices. 


Van Orspet, A. J.: This is a trade-mark cancellation pro- 
ceeding brought by Little Gem Coal Company and its distributing 
agent, Blake Coal Company, seeking the cancellation of the trade- 
mark “Montevallo,” registered by appellee, Montevallo Mining 
Company, for use on coal. 
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It appears that situated in the Cahaba Valley in Alabama is 
the town of Montevallo. This town existed long prior to the dis- 
covery of deposits of coal in the Cahaba Valley. 

It further appears that appellants and appellee companies are 
both engaged in the coal mining industry, extracting coal from the 
same seam, located in what is known as the Montevallo Basin in the 
vicinity of the town of Montevallo. 

The mark is purely geographical and is not subject, under 
the Trade-Mark Act, to registration by either company. 

The decision of the Commissioner of Patents, cancelling the 
registration of the mark by appellee company, is right and accord- 
ingly affirmed. 


OsterMoor & Company, Inc. v. INTERNATIONAL BeppING 
ComPANY. 


Court of Appeals of the District of Columbia 
February 7, 1927 


Same—OpposiTion—App.icaTioN TO Reoister Unpver Ten Year Cravuse— 
Intrastate Use or Mark Svurricient To Prevent REGIsTRATION. 
Where it was shown that intrastate use of a trade-mark, con- 
sisting of the representation of a mattress, had been made prior to 
the interstate use of a similar mark by appellant, the latter held not 
to have established a right to register such mark under the ten-year 
clause of the Act of 1905. 
Appeal from the Commissioner of Patents in two opposition 
proceedings. Affirmed. For Commissioner’s decision, see 15 T. M. 


Rep. 508. 


C. C. Cousins, of New York City and H. F. Riley, of Wash- 
ington, D. C. for appellant. 
E. §. Rogers, of Chicago, Ill., for appellee. 


Before Martin, Chief Justice, Ross and Van OrspeEt, Asso- 
ciate Justices. 


Van Orspet, A. J.: This case is here on appeal from the Com- 
missioner of Patents in two trade-mark opposition proceedings 
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which have been consolidated for the purposes of this case. Oppo- 
sition No. 5477 involves a mark consisting of a mattress, one end of 
which is open so as to expose the layers of felt composing the mat- 
tress. Opposition No. 5478 differs from the above mark only in that 
it shows a two-piece mattress. 

This mark was registered in 1900 under the Trade-Mark Act 
of 1881, and again in 1905 under the Trade-Mark Act of 1905. The 
registration under the Act of 1905 was cancelled, for the reason 
that the mark was descriptive and incapable of registration. 
Ostermoor & Co. v. Rose Spring and Mattress Co., 55 App. D. C. 
307, 5 Fed. (2) 847 [15 T. M. Rep. 467]. 

It is sought now to register the mark under the ten-year clause 
of the Trade-Mark Act of 1905. To accomplish this the applicant 
must establish exclusive use of the mark during the ten-year period 
prior to the passage of the Act of 1905. The tribunals of the 
Patent Office found from the testimony that appellant had failed 
to establish such exclusive use and was, therefore, not entitled to 
registration. We have examined the evidence in the case and find 
that it overwhelmingly supports the findings of the Commissioner. 
In as much as the case has been here on three previous occasions, 
we deem it unnecessary to enter into a discussion of the facts as 
disclosed by the record. 

It is contended that the opposition has failed to establish any 
interstate use of the mark as against appellants alleged exclusive 
use during the ten-year period. This is not necessary. Adverse 
use within a state during that period is sufficient to prevent regis- 
tration. Maculay v. Malt Diastase Co., 55 App. D. C. 277, 4 Fed. 
(2) 914. In other words, “actual use must be shown to have been 
possessed and enjoyed by the applicant to the sole exclusion of 
all others.” Worcester Brewing Corp. v. Rueter, 80 App. D. C. 
428. 


The decision of the Commissioner is affirmed. 





| 
} 
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Biex Co. Mrers. v. MisHawaKa RuBBER AND WooLeNn Mera. 
ComPANY. 


Court of Appeals of the District of Columbia 
March 7, 1927 


Trape-MarKs—Opposition—Goopns oF Same Descriptive Properries. 
Men’s, boys’, children’s and women’s garters held to be of the same 
descriptive properties as rubber boots, overshoes, boots and woolen 
socks. 
On appeal from the Commissioner’s decision refusing regis- 
tration. Affirmed. For Commissioner’s decision, see 15 T. M. 


Rep. 508. 


Ralph Kalish, of St. Louis, Mo., for appellant. 
E. W. Shepard, of Washington, D. C. and E. M. Gile, of Chi- 


cago, Ill., for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspet, 
Associate Justices. 


Ross, A. J.: Appeal from concurrent decisions of the tribunals 
of the Patent Office, in a trade-mark interference proceeding, refus- 
ing registration to the appellant. 

Long prior to the adoption by appellant of the mark consisting 
of the words “Red Dot” with a circular spot between, for use on 

{ men’s, boys, children’s and women’s garters, appellee had widely 
+ a used a similar mark on rubber boots, overshoes, woolen boots and 
7 socks. The Patent Office found, and we concur in the finding, that 
i the use of deceptively similar marks on socks and garters would 
be likely to cause confusion in trade and mislead purchasers. Wolf 
& Sons v. Lord & Taylor, 41 App. D. C., 514 [4 T. M. Rep. 

‘ 219]. 
The decision is affirmed. 
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NAAMLOOZE VENNOOTSCHAP LAKvEeRF & VERNISFABRIEK “IvorM- 
Ica,” v. THe SHerwin-WiLiiamMs Company 


Court of Appeals of the District of Columbia 
March 7, 1927 


Trave-Marxs—Opposition—ConFiictinG Marks. 

The representation of a globe with a tilted paint can discharging 
its contents over the upper half thereof held to be confusingly similar 
to the representation of a globe, but to which paint is being applied 
in somewhat different manner, both used as trade-marks for paint. 

On appeal from the Commissioner denying registration. 
Affirmed. For the Commissioner’s decision, see 15 T. M. Rep. 
270. 

Appeal from concurrent decisions of the Patent Office tri- 
bunals, in a trade-mark opposition proceeding, sustaining the oppo- 
sition and denying registration to appellant. 


J. F. Newton, of Washington, D. C., for appellant. 
J. B. Fay and T. H. Fay, of Cleveland, O., for appellee. 


Before Martin, Chief Justice, Ross, Associate Justice, and 
GrauaM, Presiding Judge, U. S. Court of Customs Appeals. 


GranuaM, P. J.: Many years prior to the adoption and use of 
its mark by the applicant, the opposer, The Sherwin-Williams Com- 
pany, adopted a mark consisting of a terrestial globe and a repre- 
sentation of a tilted paint can discharging its contents over the up- 
per half of the globe. The phrase “Cover the Earth” has been used 
by the opposer, in connection with its pictorial device. A very large 
business has been built up by the opposer and the mark has great 
value. 

Applicant’s mark is applied to goods of the same class. It 
also uses a representation of the globe, to which paint is being 
applied in a manner somewhat different from that employed in the 
Sherwin-Williams mark, but an ocular inspection of the two marks 
discloses that they are deceptively similar. The decision is there- 
fore affirmed. 
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Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review, on appeal 
of the applicant, Atlanta Barber Supply Co., of the decision of the 
Examiner of Trade-Mark Interferences sustaining the opposition 
filed by The F. W. Fitch Company to the registration by the ap- 
plicant of the notation ““Foma-Ton” as a trade-mark for hair 
tonic. 

The opposer sets up prior use of the trade-mark “La Foma” 
and registration of such mark on November 11, 1924, registration 
No. 191,480, used upon hair tonic. 

Both parties have taken testimony. That presented on behalf 
of the opposer company fairly establishes adoption and use of its 
mark from a date prior to any established by the applicant for 
adoption and use of the latter’s mark. The goods being the same 
and the opposer being first in the field with its mark, the question 
here to be considered is the similarity of the marks and the con- 
sequent probability of confusion of goods. 

The notation “Foma” is common to the two marks and con- 
stitutes the principal portion or feature of such marks. It would 
seem plain enough purchasers would be quite likely to call for 
the goods by this name alone and the applicant’s goods could be 
successfully substituted and sold for those of the opposer. Under 
these conditions there is likely to be confusion or mistake in the 
mind of the public or the deception of purchasers. 

The applicant company has presented certain matters for 
consideration in support of its contention that the opposition should 
be dismissed. It is urged the applicant company has established 
the selling of a foaming hair tonic under a descriptive name in 
which the word “Foamer’ appears at a date prior to the earliest 
date set up by the opposer company and further contends that 
the word “Foamer” and the notation “Foma” are pronounced sub- 
stantially the same way, and for these reasons the opposer company 
is not entitled to any exclusive rights in the word “Foma.” In 
further support of this view, it is contended by the applicant com- 
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pany that the word “Foamer,”’ being clearly descriptive of the 
foaming character or quality of the tonic, is so nearly like the 
notation “Foma” that the latter is also merely descriptive of the 
goods, and as a consequence, this portion common to both the 
opposer's and the applicant’s marks is descriptive and public 
property. The two marks being otherwise dissimilar, it is argued 
no confusion of ownership or origin of goods is probable. Refer- 
ence is also made to certain registered marks used upon other 
goods, in which marks the word “Foam” appears. The similarity 
of this word to the notation “Foma’” is stressed by the applicant 
company as sufficient basis for holding the latter notation is public 
property and not subject to exclusive use by anyone. 

It is not believed the applicant company’s contentions can be 
sustained. The notation which constitutes the part common to both 
marks is not more than suggestive of the character of the goods; 
clearly it cannot be held merely descriptive. It is so far dissimilar 
to the word “Foam” or “Foamer” as to constitute a different word. 
It is doubtful purchasers would interpret such notation as other 
than fanciful in meaning or somewhat suggestive, even if they 
thought of its similarity to “Foam” or “Foamer” at all. It is 
not regarded as proper to hold the prior use, by the applicant 
company, of the phrase “Famous Federal Foamer” on a foaming 
hair tonic establishes any rights in the applicant company to the 
notation “Foma.” It appearing, therefore, that the applicant com- 
pany adopted its trade-mark in full view and with a knowledge of 
the trade-mark of the opposer and that this principal feature or 
portion of both marks is identical, confusion in trade is believed 
to be probable and the opposer company would consequently suffer 
damage. 

The decision of the Examiner sustaining the opposition and 
ad judging the applicant, Atlanta Barbers Supply Co., not entitled 
to the registration for which it has made application, is affirmed.’ 


Kinnan, F. A. C.: Registration of the trade-mark “Iron 
Clad,” used on sheets, pillowcases, towels and handkerchiefs, made 


1F. W. Fitch Company v. Atlanta Barbers Supply Co., 151 M. D. 375, 
Dec. 29, 1926. 
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of textile fabric, was denied by the Examiner of Trade-Marks, in 
view of the previous registration of the same notation, by the 
Franklin Manufacturing Co., for use on cotton piece goods. The 
denial was affirmed in this appeal. 

The First Assistant Commissioner in his decision said: 

“While there is some slight difference in the way the letters of the two 
marks are arranged yet there is nothing distinctive as to such difference, 
the lettering is of the usual type, although the registrant extends a por- 
tion of the “R” beneath the adjoining letter. It is thought to be quite 
clear the average purchaser, who does not, of course, have the two marks 
side by side, would not recall the shadowy differences but would merely 
remember the notation itself. If the two marks appear upon the same 
goods, confusion would be inevitable. 

“It is well known that many housewives purchase in the piece mate- 
rials for sheets, pillowcases, and towels and make up these articles in the 
home. It would seem clear enough that seeing mark of the applicant upon 
its sheets, pillowcases or towels and being familiar with the same notation 
upon the piece goods of the registrant, purchasers would quite certainly 
be led to conclude both kinds of goods had the same origin.” 


In view of Nashua Mfg. Co. v. Cohen Fein Co., 323 O. G. 3, 
54 App. D. C. 262 [14 T. M. Rep. 220], and Kushner & Gillman 
v. Mayflower Worsted Co., 11 Fed (2d) 462, 351 O. G. 686 [16 
T. M. Rep. 228], the Commissioner held that the marks are sub- 
stantially the same and the goods belong to the same class as in- 
terpreted by the court in H. Wolf & Sons v. Lord & Taylor, 202 
O. G. 632, 41 App. D. C. 514 [4 T. M. Rep. 219]; E-Z Waist Co. 
v. Reliance Mfg. Co., 811 O. G. 709, 52 App. D. C. 291 [18 T. M. 
Rep. 96], and Rosenbery Bros. & Co. v. Elliott, 7 Fed. (2d) 962 
[15 T. M. Rep. 295].? 


Descriptive Terms 


Kinnan, F. A. C.: The registrant’s mark includes the repre- 
sentation of a disk having the outer edge of one color, shown as red 
in the exhibits, with a central portion of a different color blue, the 
representation of a chick appearing within the central portion of 
the disk, the words “Egg Mash” appearing in a rectangle horizont- 
ally across the face of the disk and chick, and the words “Just- 
Right” placed immediately above the disk, used on egg mash in 


* Ex parte Defender Mfg. Co. Inc., 151 M. D., March 18, 1927. 
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Class 46, Foods and Ingredients of Foods. The words “Just- 
Right” and “Egg Mash” are disclaimed apart from the mark as 
shown. 

The petitioner company bases its ground of action upon the 
confusion in trade clause of Section 5 of the Act of February 5, 
1905, and claims registration No. 173,128, September 18, 1923, of a 
mark consisting of a ring, incomplete at the lower portion for about 
one-fourth of its extent, having a picture of a little girl carrying 
in one hand a pan of chicken feed, while scattering some of the 
feed with the other hand, several chickens being represented upon 
the ground, the whole appearing in the foreground of a farmyard 
with a door of a building in the background. Above the entire 
composite picture appear the words “Just Rite,” used upon poultry 
feed. Adoption and use of this mark continuously from a date 
long prior to its date of registration and also long prior to the date 
of adoption and use by the registrant of its mark is shown by the 
testimony presented on behalf of petitioner. Since, therefore, the 
petitioner was first in the field and the goods are substantially 
identical the question here to be reviewed is merely that of similar- 
ity of the marks. 

It is believed there is no real similarity of the marks save that 
found in the terms “Just-Right” and “Just Rite.” There is no 
confusion by reason of similarity in the disk, representation of the 
chick, etc., of the registrant’s mark, to the representation of the 
yard, building, door and child feeding several chickens, appearing 
in petitioner’s mark. There is no evidence of the use by petitioner 
of the words “Just Rite” alone, disassociated from the other feat- 
ures of its mark. 

It is contended on behalf of petitioner that the principal fea- 
ture, or at least, one of the principal features, of its mark resides 
in the words “Just Rite” and that the registrant had adopted such 
prominent or principal feature and incorporated it into the latter's 
mark. It is further alleged by petitioner that its goods have become 
known in the trade as the “Just Rite’ goods and that there has 
been confusion. 

The case turns upon whether the words “Just-Right’ are 
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merely descriptive. If they are in fact merely descriptive then 
appellant’s case falls under the holding of the U. S. Supreme Court 
in the case of Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 
165 O. G. 971, 220 U. S. 446 [1 T. M. Rep. 10]. 

It must be held that as applied to poultry feed such words are 
merely descriptive, when used alone, and that they are not the 
exclusive property, as a trade-mark, of any particular dealer in this 
class of goods. As was said by the Commissioner in the case of 
Ex parte The F. B. Q. Clothing Company, 119 O. G. 2286, where 
registration of these words “Just-Right” was sought, used on over- 
coats— 


“To say that an overcoat is just right is undoubtedly to describe its 
characteristics, since the words clearly convey an idea of quality. Any 
one has the right to describe his overcoat as ‘just right,’ just as he may 
describe them as ‘good’ or ‘excellent.’ ” 


If the notation “Just Rite” appearing in the petitioner’s mark 
is not merely descriptive, it is because of the spelling of the second 
word of such notation. If such notation be held fanciful, or sug- 
gestive by reason of the phonetic spelling of the second word then 
it is plain petitioner can not contend that it has exclusive owner- 
ship of the notation when the last word is correctly spelled, as in 
the registrant’s mark. It is believed the Examiner of Trade-Mark 
Interferences was right in his conclusion that the notation “Just- 
Right” is merely descriptive, can not be said to be owned by the 
petitioner and, therefore, the latter has not established injury under 
the confusion in trade clause invoked in support of its petition. As 
noted by the examiner, if there is injury it is believed it is without 
legal damage. 

The decision of the Examiner of Trade-Mark Interferences dis- 


missing the petition is affirmed.* 


Kinnan, F. A. C.: The opposition having been dismissed upon 
motion and the opposer denied opportunity to take testimony, the 
Assistant Commissioner said that such a denial should be made 
only in a clear case and any doubts should be waived in favor of 
permitting the opposer to take testimony. 


’Black Brothers Flour Mills v. Frank B. Dennie, 151 M. D. 416, 
March 2, 1927. 
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From the record it appeared that, long prior to the entrance of 
the opposer’s predecessor in the field of brush manufacture, it had 
been the custom to describe brushes according to the manner in 
which they were set, e. g., “cement set” or “glue set.” Subse- 
quently, opposer’s predecessor, Rubber & Celluloid Harness Trim- 
ming Co., obtained control of certain patents covering brushes 
with bristles set in rubber which became popular and were a dis- 
tinct advance over other forms. 

It is not shown whether they were known in the trade as 
“rubber set” brushes but it is obvious, from the prior use of the 
terms “cement set” and “glue set” anyone seeing the notation 
‘“‘Rubberset” and being familiar with the former terms employed 
would understand such notation to mean that the bristles were set 
in rubber. 

At some period after the expiration of these patents the op- 
poser’s predessor adopted the notation “Rubberset” as its trade- 
mark and so used such notation for nearly 20 years before the 
applicant company adopted and used the mark for which it now 
seeks registration. 

It has been contended on the part of the applicant company 
that whatever trade-mark rights the opposer might have had, it 
could not appropriate the notation “Rubberset” by reason of the 
fact that such a name was merely descriptive of the brushes manu- 
factured under the patents owned by the company and that when 
they expired the descriptive name of the product became public 
property. Singer v. June, 163 U. S. 169. The opposer company 
sets up registration No. 47,840, issued November 21, 1905, to its 
predecessor in business, of its mark or notation “Rubberset.” A 
very large business is alleged to have been built up under this mark 
and great sums are claimed to have been expended in advertising 
the goods under this mark. In consequence, the mark is alleged 
to form a very valuable asset of the opposer company’s business. 

The applicant company also urges that the marks are different 
in any event since they have only the word rubber in common and 
this is public property. It is claimed the opposer is not entitled 
to a monopoly of the word rubber used in connection with brushes 
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and if this is true, the remaining portions of the marks are dis- 
similar in sound and appearance and, in consequence, confusion is 
improbable. The applicant company stresses the view that, aside 
from the foregoing considerations, the notation of the opposer com- 
pany is merely descriptive and being such, the entire notation is 
publict juris and, therefore, the applicant company has a right to 
use such portion of the notation as it has incorporated in its mark. 

From the foregoing history of the terms used in connection 
with brushes, it is believed plain enough the notation “Rubberset” 
is merely descriptive. Anyone at all familiar with these goods and 
with the construction of glue or cement set brushes and with rubber 
set brushes would understand the opposer’s notation meant that the 
bristles of the brush were set in rubber. Such a person might not 
understand the process by which the product was obtained but if, 
on purchasing a brush so labeled, he found the bristles were set in 
glue or cement, instead of rubber, he would believe he had been 
deceived. There seems no other conclusion can be sustained than 
that the notation is merely descriptive. 

This is in harmony, not only with the ordinary meaning of 
such words as used in this art, but with the decision of the U. S. 
District Court of New Jersey, in the case in which the opposer 
company’s predecessor was involved, Rubber & Celluloid Harness 
Trimming Co. v. F. W. Devoe & C. T. Reynolds Co., 233 Fed. 
Rep. 150 [6 T. M. Rep. 357]. 

In that case, while it is true the action was directed to a relief 
from unfair competition, yet the law of trade-marks is but one 
phase of unfair competition and it does not seem proper to hold 
that the ruling of the court that the notation “Rubberset” was 
not a valid trade-mark should be regarded as mere obiter dictum. 

It is held the conclusion of the Examiner of Trade-Mark Inter- 
ferences that opposer’s notation or mark is merely descriptive of 
the goods is sound. 

While this holding would seem to render further review of the 
cther contentions of the applicant company unnecessary, yet it 
may be proper to note that the terms used in the art to indicate 
the characteristics of brushes, such as “cement set” and “glue set,” 
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would lead anyone to use or apply the term “Rubberset’’ to the 
brushes made under the patents owned by the opposer and that 
when those patents expired, the right to use such a term as “Rub- 
berset,” a term clearly descriptive of the character of brushes hav- 
ing their bristles set in rubber, became public property. 

It would also seem proper to hold that even if the notation of 
the opposer company were sustained as a suggestive trade-mark, the 
rights under such mark could not be held so broad as to preclude 
others from using the word rubber in connection with goods of the 
character here under consideration. Caron Corporation v. Henri 
Muracur & Cie, 852 O. G. 1049, 18 Fed. Rep. (2d) 816 [16 T. M. 
Rep. 348]. If it is correctly held that the term “rubber” is public 
property, then the applicant company has not used it in a manner 
deceptively similar to the use which the opposer company has made 
of it. 

The decision of the Examiner of Trade-Mark Interferences 
granting the motion to dismiss the opposition and adjudging the 
applicant entitled to the registration for which it has applied is 
affirmed.* 


Goods of Different Descriptive Properties 


Moore, A. C.: Held that S. A. Haram & Co., Inc., is entitled 
to register, as a trade-mark for bread, a mark the essential and 
dominant characteristic of which is a picture of the late King 
Oscar, together with the words, “King Oscar,” notwithstanding 
the prior use of a mark containing the same essential feature, as a 
trade-mark for canned sardines, by opposer. 

The ground of the decision is that the goods are not of the 
same descriptive properties and therefore there is no likelihood of 
confusion by the use of these marks upon the goods of the re- 
spective parties. 

In his decision the Assistant Commissioner said: 


“The opposer contends in effect that both bread and canned fish are 
food products, are classified in the same class, and should, therefore, be 
regarded as having the same descriptive properties. 

“The Court of Appeals of the District of Columbia, however, has 


*Rubber & Celluloid Products Co. v. Star Brush Manufacturing Co., 
Inc., 151 M. D. 412, March 2, 1927. 
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decided that salted, smoked, pickled and canned fish have not the same 
descriptive properties as crackers, biscuits, bread and breakfast cereals 
(Johnson Educator Food Company v. Sylvanus Smith & Co., 1912 C. D. 
440, 37 App. D. C. 107 [2 T. M. Rep. 90]. This is conclusive of the ques- 
tion at issue so far as the Patent Office is concerned.’® 


Moore, A. C.: Held that applicant is entitled to register the 
word “Cavalier,” associated with a pictorial representation of a 
cavalier’s head as a trade-mark for men’s and boys’ hats and caps, 
notwithstanding the prior registration by opposer of the word 
“Cavalier” as a trade-mark for dresses, capes, coats, suits, skirts, 
blouses, jacquettes, women’s hats, and neckwear, viz., fichus, 
guimpes, jabots, ruffs and stoles. 

The ground of the decision is that the goods of the respective 
parties are not of the same descriptive properties and therefore 
the applicant’s use of the mark is not likely to cause confusion in 
trade. 

In his decision the Assistant Commissioner, after referring to 
the opposer’s contention that the marks are deceptively similar 
and the registration of the applicant’s mark would interfere with 
the natural expansion of the opposer’s business and to applicant’s 
contention that the goods are not of the same descriptive proper- 
ties and noting that the term “Cavalier” had been registered for 
other articles of clothing, said: 


“It is believed that the opposer’s goods, consisting of women’s wearing 
apparel, are not of the same descriptive properties as the applicant’s goods, 
consisting of men’s and boys’ hats and caps, as they have not the same 
essential characteristics (citing Johnson Educator Food Co. v. Sylvanus 
Smith & Co., Inc., 174 O. G. 1027, 37 App. D. C. 107 [2 T. M. Rep., 90].) 

“As to the second ground of opposition, it is believed that the regis- 
tration of the applicant’s trade-mark would not interfere with the natural 
expansion of the opposer’s trade any more than the opposer’s trade-mark 
interferes with the natural expansion of the business of those who were 
prior in the adoption and use of the same trade-mark on wearing apparel, 
as shown by the trade-marks above listed. 

“In view of the general employment of “Cavalier” as a trade-mark 
for wearing apparel it is believed that the opposer’s right to use it is 
limited to its registered product, and that there is no likelihood of any 
confusion of the goods of the respective parties (Pabst Brewing Co. v. 
Decatur Brewing Co. et al., 306 O. G. 837 [13 T. M. Rep. 1].)° 


*Chr. Bjellard & Co., Inc., v. S. A. Haram & Co., Inc., 151 M. D. 
388, January 24, 1927. 

*Lord & Taylor v. Kaufmann Department Stores, Inc., 151 M. D. 
409, February 24, 1927. 
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Non-A ppearance 


Moore, A. C.: An appeal from the decision of the Examiner 
of Interferences, sustaining opposition of the Rand Kardex Com- 
pany, Inc., to the registration of the trade-mark “Cleardex”’ of the 
Weis Manufacturing Company for filing and indexing devices, was 
dismissed. 


The Assistant Commissioner in his opinion said: 


“According to the record, the applicant has filed no brief either before 
the Examiner of Interferences or on this appeal. Nor did it make any 
appearance at the hearing on this appeal. (Citing Ex parte Booth, 186 
O. G. 291, 1913 C. D. 7.)' 


Non-Conflicting Marks 


Kinnan, F. A. C.: This case comes on for review on appeal 
of the petitioner, Ford Motor Company, of the decision of the 
Examiner of Trade-Mark Interferences, dismissing petition for can- 
cellation, No. 1166, of the trade-mark registered March 4, 1924, 
No. 180742, to Partridge, Singer & Baldwin, Inc. of the mark 
“Warford,” used on automobile transmissions. 

The petition seeks cancellation of the registered mark on two 
grounds, one being that the registrant’s mark has for “its principal 
characteristic and predominating feature the word ‘Ford,’ which 
is the principal characteristic and predominating feature in the 
Ford Motor Company’s corporate name,’ and the second being 
that the registered trade-mark “is so similar to the trade-mark of 
the Ford Motor Company as to be likely to cause confusion in the 
minds of the public and is calculated to deceive and mislead the 
public into the belief that the goods of the said Partridge, Singer 
& Baldwin, Inc., are produced and sold by the Ford Motor Com- 
pany,’ resulting in damage to the latter company. 

As to the first ground, it is believed the registrant’s mark 
does not constitute merely the name of the corporation or the prin- 
cipal part or characteristic of such name and that the decision in 
the case of American Steel Foundries v. Robertson, Commissioner 
of Patents, and Simplex Electric Heating Company, 342 O. G. 711, 


* Rand-Kardex Company, Inc., v. Weis Manufacturing Co.,—February 
14, 1927. 
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U. S. Sup. Ct., January 4, 1926 [16 T. M. Rep. 51], is persuasive 
of the correctness of this holding. It is believed entirely clear 
no one would confuse the corporate or company name of the peti- 
tioner with this trade-mark of the registrant. 

In support of its trade-mark rights the petitioner submits 
a list of registered marks claimed to be owned by such company. 
A stipulation has been filed, which is quoted at length in the deci- 
sion of the Examiner of Trade-Mark Interferences, setting forth the 
continuous use by the petitioner company of the word “Ford” in 
connection with the manufacture of automobiles and their parts 
from a date long prior to any date alleged by the registrant com- 
pany. Such stipulation refers to registrations No. 74765 and No. 
74530 of the trade-mark “Ford” and sets forth that such name 
has been applied to millions of completed automobiles and to mil- 
lions of separate parts for such automobiles. 

Both parties have taken testimony. It satisfactorily appears 
the Ford Motor Company has not manufactured or sold the partic- 
ular auxiliary transmission unit manufactured and sold by the 
registrant company nor has petitioner company sold a transmission 
to be used as an accessory or an auxiliary transmission. The 
petitioner company is, however, in the business of manufacturing 
and selling automobile parts and these are of such a character as to 
be properly placed or considered as in the same class as the goods 
produced by the registrant, and as having the same descriptive 
properties as such terms have been interpreted in the adjudicated 
cases to which the Examiner of Interferences and the registrant, 
in its brief, have noted. To the cases noted may be added that of 
the Phoenix Paint & Varnish Company v. John T. Lewis & Bros. 
Co., 1389 O. G. 990, 32 App. D. C. 285, and California Packing 
Corporation v. Halferty, 320 O. G. 700, 54 App. D. C. 88 [14 
T. M. Rep. 281]. 

The testimony submitted on behalf of the registrant discloses 
the use of its mark since approximately January, 1922. The 
goods are intended for use upon Ford automobiles and have been 
frequently sold by dealers who handle accessories and parts for 
this particular automobile. The registrant alleges that it has 
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built up a business of approximately $7,000,000. Notwithstanding 


this large business there has been submitted no evidence of actual 
confusion of either goods or origin. The witness Reeves testified 
to having sold about 7,500 Warford transmissions while other wit- 
nesses gave various estimates as to their sales being rather extens- 
ive. It would seem that the existence of a business of this magni- 
tude for several years would result in some marked confusion if 
purchasers were likely to consider the mark of the registrant sug- 
gestive of goods having their origin with the Ford Company. 

Ordinarily, it may be stated to be the fact that merely adding 
a prefix or a suffix to a registered mark does not escape infringe- 
ment of the rights of the owner of the latter and such a change is 
condemned by those decisions of which the cases Carmel Wine Com- 
pany v. California Winery, 174 O. G. 586, 38 App. D. C. 1 [2 T. 
M. Rep. 33], and Fischbeck Soap Company v. Kleeno Manufactur- 
ing Co., 216 O. G. 663, 44 App. D. C. 6 (5, 327), are examples. If 
the registrant’s mark were not so analogous to many surnames end- 
ing in those same four letters, or if the word “ford” were not a com- 
mon noun, as the name of a place for crossing a river where there is 
no bridge, it is probable confusion of origin or reputation would 
result. It would seem, however, that the registrant’s mark being 
more of the character of a surname, as Garford, Stamford, Walford 
and names of this general type, the mark would appeal to the eye 
and mind of purchasers as an entity, a unitary name, and the 
average purchaser would be less likely to separate in his mind the 
significance of the last four letters, “ford,’ but would consider the 
word as a whole and not recognize it as having any relation to or 
suggestion of the goods produced by the Ford Company. While 
it is true the petitioner company has shown a name identical with 
the registrant’s mark appears in the City Directory of Detroit, 
yet the testimony submitted on behalf of the registrant indicates 
the mark was coined as a fanciful mark when adopted by the 
registrant for use on its goods. It is believed the registration 
should not be cancelled on the ground that it constitutes merely 
a surname. 

It is held the absence of anything distinctively indicating 
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the word “Ford” in the last syllable of the registrant’s mark, the 
long period in which the goods have been used and no confusion 
shown to have arisen, the fact the petitioner company does not 
make the particular type of auxiliary transmission to which the 
registrant applies its mark, as well as the fact that many auxiliary 
parts for Ford automobiles are made by independent companies, 
and this is well known to Ford car users, warrant the view that con- 
fusion of origin or damage to the petitioner is not probable. France 
Milling Co., Inc. v. Washburn-Crosby Co., Inc., 7 Fed. (2nd) 304, 
C. C. A. 2d Cir. [15 T. M. Rep. 185]. 

The decision of the Examiner of Trade-Mark Interferences 
dismissing the petition is affirmed.* 


Kinnan, F. A. C.: This case comes for review on appeal 
of Earl H. Rollinson, opposer, of the decision of the Examiner of 
Trade-Mark Interferences, dismissing the opposition and adjudging 
the applicant company, Chieftain Radio Corporation, entitled to 
the registration for which it has applied. 

The applicant corporation seeks registration of a composite 
mark comprising the word “Chieftain” enclosed within a diamond 
and having immediately above the center of the diamond a rep- 
resentation of an Indian in full headdress with a flowing blanket 
and brandishing a spear, used upon radio receiving sets and parts 
thereof. 

The opposer bases his claim to damage upon alleged earlier 
use of a trade-mark including the representation of an Indian 
head and bust including full headdress, used upon radio parts and 
accessories, namely, “A” and “B” battery rectifiers, loud speakers, 
radio frequency and audio frequency transformers; “B” battery 
eliminators, tube rejuvenators, electrolytic rectifiers, also electrical 
goods of various kinds, including switches, automatic fire alarm 
systems, electric signals, telephone receivers, telephone transmit- 
ters, transformers, and rectifiers. 

The record in trade-mark interference No. 555 has been stip- 


‘Ford Motor Company v. Partridge, Singer & Baldwin, Inc., 15 M. D. 
398, Jan. 26, 1927. 
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ulated into the instant case and to this record has been also added 
the testimony of a witness DeMare. 

The testimony submitted on behalf of opposer clearly estab- 
lishes priority of adoption and use upon various electrical goods, 
some of which are used in connection with radio receiving sets 
from a time long prior to February 25, 1925, which is the earliest 
date sought to be established by the applicant. 

The testimony of witness Madsen, answers to Questions 7, 
9 and 10; the testimony of Schaup in answer to Questions 7, 10, 
48, 72, 73 and to Cross Questions 83 to 96; the testimony of Meyer 
in answer to Questions 26 to 34 and Cross Questions 47 and 54; 
the testimony of Deering, answers to Questions 16, 17, Cross Ques- 
tion 23 and Redirect Question 25, as well as the testimony of 
Kelly in answer to Questions 24, 31, 32, and Cross Questions 49 
to 51, fairly establish that Rollinson made and sold battery charg- 
ers or rectifiers and radio speakers prior to the date of the entrance 
of the applicant corporation into the field, and probably radio fre- 
quency and audio frequency transformers. The witness Deering 
lived in New York and testifies, Cross Question 23, “that Mr. Rol- 
linson brought the rectifier to my office. I have that rectifier and 
am using it today.” 

The Examiner of Interferences held the mark of the opposer 
had been applied to electrical apparatus of general utility and that 
such goods did not possess the same descriptive properties as the 
goods to which the applicant had applied its mark. 

It must be recognized that some of the electrical devices to 
which the opposer has applied his trade-mark and which he refers 
to as “radio parts and accessories,” are either especially manufac- 
tured for radio receiving sets or if they are of general utility, they 
are frequently used with radio sets. This being true, it would 
seem that a purchaser of these devices for use with a radio receiv- 
ing set would, if he found upon such devices the same trade-mark 
as he also noted upon the complete radio receiving set, naturally 
conclude the maker of the devices also produced the complete set. 
It is believed, therefore, that confusion of goods would be inevi- 
table if the same trade-mark were to appear upon the devices to 
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which opposer applies his mark and the complete radio set to 
which the applicant applies its mark. It is, in consequence, held 
the goods possess the same descriptive properties within the mean- 
ing of the statute as it has been interpreted in the case of H. Wolf 
& Sons v. Lord §& Taylor, 202 O. G. 632, 41 App. D. C. 514 [4 
T. M. Rep. 219]; E-Z Waist Company v. Reliance Manufacturing 
Co., 311 O. G. 709, 52 App. D. C. 291 [13 T. M. Rep. 96] ; Calif- 
ornia Packing Corporation v. Halferty, 320 O. G. 700, 54 App. 
D. C. 88 [14 T. M. Rep. 281}. 

The foregoing has reference merely to the goods upon which 
the two marks are used, but it is believed the marks are not con- 
fusingly similar. It appears, as shown by registrations No. 72246, 
January 12, 1909, issued to Hazard Manufacturing Co., No. 93740, 
October 14, 1913 (use alleged since March, 1909), registered by 
Mohawk Electrical Supply Company, as well as various other 
registrations of a later period and referred to in the applicant's 
brief, that different representation of Indian figures, heads, etc., 
in connection with electrical apparatus have been used since long 
prior to the entrance of opposer in the field. Neither of the parties 
here involved is entitled to exclude others from using any and all 
representations of an Indian head or figure but each party must 
be content with the particular embodiment adopted in his own 
mark and with the provision in the statute that the newcomer must 
not adopt a mark so similar as to cause confusion of goods or their 
origin The applicant’s representation of the Indian is wholly 
dissimiliar from that adopted by the opposer and it is believed the 
difference is sufficient to prevent purchasers from mistaking the 
goods of the applicant for those of the opposer. It would seem 
this case falls under the doctrine announced in the case of Pabst 
Brewing Co. v. Decatur Brewing Co. et al., 306 O. G. 837, 284 
Fed. 110, C. C. A. 7th Cir. [18 T. M. Rep. 1], and Patton 
Paint Company v. Sunset Paint Co., 313 O. G. 668, 53 App. D. C. 
348 [13 T. M. Rep. 335, 345]. 

The decision of the Examiner of Trade-Mark Interferences 
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dismissing the opposition and holding the applicant entitled to 
registration for which it has applied is affirmed.® 


Kinnan, F. A. C.: Held that applicant is entitled to register, 
as a trade-mark for ginger ale, a mark including the representation 
of a plain having on the far side thereof a half disk with radiating 
lines indicating a rising sun and on the nearer side an Indian in 
full regalia, carrying a bow, standing upon a bluff and pointing to 
the rising sun, notwithstanding the prior registration and use by 
opposer of a trade-mark for non-alcoholic beverages consisting of 
the representation of a full sun with rays emanating in all direc- 
tions and having a laughing human face on the face thereof. It 
appears that in actual use the company associated with this mark 
either the words “Mission Orange,” “Mission Lemon,” or “Sun- 
crush.” 

The ground of the decision is that, while the goods are of sub- 
stantially the same descriptive properties, the marks are not so 
similiar that their contemporaneons use on these goods would be 
likely to cause confusion. 


With respect to the question of the similarity of the goods the 
First Assistant Commissioner said: 


“The general and essential characteristics of the goods are believed 
to be so similar that purchasers familar with the trade-mark of the op- 
poser would be led to think such mark appearing upon the goods of the 
applicant indicated the same origin. These goods are sold in the same 
stores, to the same class of customers, and are ordered without much con- 
sideration of their origin as they are sold for small prices.” 

With respect to the similarity of the marks the First Assistant 
Commissioner, after referring to the cases of Patton Paint Co. v. 
Orr’s Zinc White, Ltd., 258 O. G. 814, 48 App. D. C. 221 [9 T. M. 
Rep. 74], and Patton Paint Co. v. Sunset Paint Co., 313 O. G. 668, 
58 App. D. C. 348 [18 T. M. Rep. 335], and noting the holding 
of the court in these cases that the word “Sun” and the representa- 
tion of the sun have been so long used as trade-marks that neither 
one nor the other can be exclusively appropriated and that a partic- 


*Earl H. Rollinson v. Chieftain Radio Corporation, 151 M. S. 393, 
Jan. 27, 1927. 
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) mark in catalogues is not proof of trade-mark use of said mark. It 
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ular representation of the sun may be so distinctive as to warrant 
its appropriation as a trade-mark, said: 


“While the record fails to show the use of a representation of the 
sun upon the specific class here being considered yet the above noted 
Patton Paint case as well as the famous use of the notation “Rising 
Sun” in connection with a stove polish widely sold many years ago fur- 
nishes some indication that this word “Sun” has been so frequently used 
as to bar opposer the exclusive use of all representations of it in connec- 
tion with this class of goods.” 


No Trade-Mark Use 


Moore, A. C.: The petitioner requests a rehearing of the 


Ba): Se ew 


appeal in each of the proceedings, which appeals were de- 
cided by me August 31, 1926. 
The petitioner particularizes four grounds upon which the 
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petition for rehearing is based. 

(1) It is believed that there was no error in stating in my 
decisions that it was not until 1906 that the applicant used “Victor” 
alone as its trade-mark for stoves and ranges. The disclosure of a 


may be evidence of an intention to use the mark as a trade-mark, 
but it is not evidence of actual use of the mark as a trade-mark. 

(2) There was no material error in my decisions in the state- 
ment to the effect that the evidence establishes the fact that the 
registrant (Hall-Neal Furnace Company) was in undisputed pos- 
session of the exclusive right to use the word “Victor” as its trade- 
mark for hot air furnaces from about 1895 until 1923. 

The Victor Stove Company’s brief admits that the Hall-Neal 
Furnace Company or its predecessors in business constructed and 
sold furnaces of the hot air type under the mark “Victor,” com- 
mencing in “1895 or 1896, or possibly a year earlier,” and that 
said company “at the present time is constructing and selling fur- 
naces for heating residences under the trade-mark “Victor.” The 
contention of the Hall-Neal Furnace Company is that the use of 
said trade-mark by it from about 1895 to about 1923 was undis- 
puted and there is no evidence to the contrary in this proceeding. 


* California Crushed Fruit Corp. v. Fred W. Wilson, Inc., 151 M. D. 
404, February 11, 1927. 
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Trade-mark interference No. 47,184 was not included as evidence 
in these proceedings, and has no material bearing on the issues in- 
volved. 

(3) The statement that the record shows that the word “Vic- 
tor” forms a part of the corporate name of many corporations and 
is used as a trade-mark by many persons, firms and corporations, 
is without error. A list of such corporations, etc., forms a part of 
the record in these cases. That the word “Victor” forms a part 
of the corporate name of many corporations and has been regis- 
tered as a trade-mark by many corporations, etc., has not been 
denied by the Victor Stove Company. Judicial notice may be taken 
of the trade-marks registered in this office. 

The Supreme Court in the “Simplex” case (842 O. G. 711), 
referred to in my decisions, took notice of the fact that the word 
“Victor” belongs to a large class of words which are in wide and 
varied use in this country not only as a trade-mark, but as part of 
a firm or corporation name, and that everybody has heretofore con- 
sidered something more than the word as necessary to identify a 
particular firm or corporation. 

(4) The statement in my decision that the record shows that 
the Victor Stove Company has never exercised exclusive right to the 
use of the trade-mark “Victor” even for stoves, is believed to be 
sufficiently supported by the Victor Stove Company’s record. 

The petitioner also complains that my decision is in conflict 
with the weight of authority in considering in the interference pro- 
ceeding other questions than priority. The petitioner seems to have 
overlooked the fact that the attorneys for the respective parties, 
in their arguments on appeals, have treated the cancellation pro- 
ceeding and interference proceeding as a single controversy and 
have applied practically the same arguments in both proceedings. 

In my decisions I followed to some extent the same course. 
The reasons given for denying the cancellation of the Hall-Neal 
Furnace Company’s registration No. 168,465 for the name “Victor” 
for furnaces are regarded as sufficient for refusing the petitioner's 
application for the registration of the word “Victor’’ for furnaces. 

It is evident from the petitioner’s application for registration 
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and its petition for cancellation that it is the purpose of the Victor 
Stove Company to deprive the Hall-Neal Furnace Company of the 
right to use the word “Victor” as a trade-mark for furnaces of the 
hot air type, a right which the Hall-Neal Furnace Company has 
enjoyed for more than a quarter of a century. The law and de- 
cisions, in trade-mark cases, as I interpret them, and the facts 
established by the evidence in these proceedings lead to no other 
conclusions than those expressed in my decisions. 
The petition for a rehearing is denied.™ 


Statement of Ownership of Similar Registration Required 


Rosertson, C.: Held that the requirement that the Huron 
Milling Company, of Harbor Beach, Mich., in its pending applica- 
tion for the registration of the words “Red Stave” as a trade-mark, 
should state that it was the owner of a prior registration of a trade- 
mark showing the picture of a barrel with one stave colored red, 
as a trade-mark for the same goods, was properly made. 

In his decision the Commissioner said: 


“If this registration were owned by another party, it would be a 
ground for refusing registration on the present application. 

“It is obviously desirable that notice be given in a registration of the 
ownership by the registrant of any prior registrations of this kind. The 
mere fact that the names of the registrants are the same is no reason 
for not requiring the notice.”” 


Surname Not Distinctively Presented 


Moore, A. C.: Held that The Belden Brick Company is not 
entitled to register the surname “Belden” as a trade-mark for 
bricks. 

The ground of the decision is that registration of this name 
is forbidden by the statute, since it is not impressed upon the bricks 
in any particular or distinctive manner. 

In his decision, after referring to the applicant’s contention 
that the statute is in the alternative and that the name is impressed 

“Victor Trade Co. v. Hall-Neal Furnace Co., 151 M. D., September 


29, 1926. 
“Ex Parte Huron Milling Company, 151 M. D. 388, January 19, 1927. 
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in a “particular” manner and referring to the decisions in C. H. 
Alden Company, 181 O. G. 2419 and Ez parte Polar Knitting Mills, 
154 O. G. 251, and noting that the latter decision was approved by 
the Court of Appeals in Oliver Chilled Plow Works v. The Wm. 
J. Oliver Manufacturing Company, 192 O. G. 217, 40 App. D. C. 
125 [3 T. M. Rep. 288] the Assistant Commissioner said: 


“Clearly the appellant has not displayed the surname ‘Belden’ so as 
to create a distinct impression upon the eye of the ordinary observer such 
as to outweigh the significance of the mere name. Others with the same 
name would have an equal right to impress it upon the same goods by 


the use of ordinary printers’ type. This is an ordinary way of displaying 
surnames.”™* 


** Ex parte The Belden Brick Co., 151 M. D. 408, February 24, 1927. 
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